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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 16 August 2004 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-58 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) K Claim(s) 2-9 is/are reiected. 
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8) n Claim(s) are subject to restriction and/or election requirement. 
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9) 0 The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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Gp. II as applicants imply in their response to the restriction requirement is made 
up of claims 2-9. Applicants have elected Gp. II with traverse. Gp. I is made up of claims 
1 and 10-12. 

The restriction requirement is made final for the reasons of record. Gp. II is 
distinct and independent from Gp. I which is a shorter process which doesn't require a 
linking group reactant or a phosphoramidite containing reactant. 

Thus non-elected claims 1 and 10-58 are withdrawn from consideration under 
Rule 42. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 2 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Theisen et al. it discloses a method for making a fluorescent dye-labeled 
plosphoramidite reagent by contacting a fluorescent dye-fused lactone derivative with a 
linking group component to form an intermediate fluorescent dye-labeled linking group 
followed by contacting same with a phosphoramidite moiety to attach same to said 
fluorescent dye-labeled linking group to form said fluorescent dye-labeled 
phosphoramidite reagent. See the reaction of 3 with 5, which is a linking group 
component comprising 2 reactive functional groups selected from hydroxy and amino, to 
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give 6, which is the intermediate fluorescent dye-labeled linking group of instant step 
(a). 

Then after hydrolysis and a protection step a phosphoramidite containing reagent 
is reacted with same to attach the phosphoramidite moiety to said fluorescent dye- 
labeled linking group to form the fluorescent dye-labeled phosphoramidite reagent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Theisen et al. These claims recite that the linking group is cyclic and comprises a 5- 
membered heterocycle or is specifically prolinol is not critical since it is known that the 
requirements for the linking group are a functional group that will react with the lactone 
reagent and another functional group that can react with the phosphoramidite containing 
moiety. Thus the above are considered to be obvious linking groups. 

Claims 2 and 5-7are rejected under 35 U.S.C. 102(b) as being anticipated by 
Brush, US Patent 5,583,236 cited by applicants. It discloses the reaction of fluorescins, 
which are fluorescent dye-labeled lactones, with a linking group component to fomn an 
intermediate fluorescent dye-labeled linking group, followed by contacting the product 
with a phosphoramidite to form a fluorescent dye-labeled phosphoramidite reagent. The 
linking group contains hydroxy and amino moieties. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Clainns 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The structure of the dyes must be recited in the 
claims. Referring to them by number is not the preferred way of recitation. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bernard Dentz whose telephone number is 571-272- 
0683. The examiner can normally be reached on Mon-Fri from 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang, can be reached on 571 272-0562. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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